United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



J 0/680.045 



10/07/2003 



Keith A. Thuerk 



HOC '9-2003-0032 (401) 



40987 7590 06/09/2008 

AKERMAN SENTERFITT 
P. O. BOX 3188 

WEST PALM BEACH, FL 33402-3188 



WHIPPLE, BRIAN P 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/680,045 


Applicant(s) 
THUERK, KEITH A. 


Examiner 

Brian P. Whipple 


Art Unit 

2152 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 28 May 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-16 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20080601 



Application/Control Number: 10/680,045 Page 2 

Art Unit: 2146 

DETAILED ACTION 

1. Claims 1-16 are pending in this application and presented for examination. Claims 17- 
19 and 21 have been cancelled by Applicant's amendment filed on 5/28/08. 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth 
in 37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 
1.17(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 5/28/08 has been entered. 

Response to Arguments 

3. Applicant's arguments, see page 8, filed 5/28/08, with respect to the 35 U.S.C. 1 12 
rejections have been fully considered and are persuasive. The 35 U.S.C. 112 rejections of 
claims 1-19 and 21 have been withdrawn. 



4. Applicant's remaining arguments with respect to claims 1-16 have been considered 
but are moot in view of the new ground(s) of rejection. 
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Claim Rejections - 35 USC§ 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

6. Claims 1-2, 4-9, and 11-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sheldon et al. (Sheldon), U.S. Publication No. 2002/0169840 Al, in view of Lemson, 
David (Lemson); RE: too many "Out of Office AutoReply"; June 28, 2001, further in view of 
Dieterman, U.S. Patent No. 6,393,464 Bl, and further in view of Hosmer, E.P.O. Publication 
No. 0 605 106 Al. 

7. As to claim 1, Sheldon discloses a method of communicating over a communications 
network (comprising the steps of: 

defining a first list specifying at least one electronic message source to which 
automated reply electronic messages are allowed to be sent, the first list being determined by 
a user of an electronic communication client and stored in a first database communicatively 
linked to the electronic communication client ([0047]); 

receiving an electronic message from a source ([0047]); 
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comparing the source of the received electronic message with the source in the first 
stored list ([0047]); 

sending an automated reply electronic message if the source matches a source in the 
first list ([0047]); 

not sending an automated reply electronic message if the source does not match any 
source in the first list ([0047]; if the source is not in the "accepted" list then it will not have 
its message sent to the recipient and thus an automated reply electronic message will not be 
sent). 

In the referenced section of Sheldon, a user may define an allowed list representing 
email addresses and/or domains from which email addresses may be received by the user. A 
consequence of this is clearly that the user is defining a list of users to whom automated 
reply messages may be sent. If a user in Sheldon set up automated reply messages (as is 
known in the art as discussed below in reference to Lemson), the messages would only be 
sent to users on the allowed list, because other users would never be able to get an email 
through to the user, and thus the user would never have an opportunity or need to send an 
automated reply message to such blocked users. 

Additionally, the accepted section is stored in the root directory and suffix directories 
of the system of Sheldon and thus the storing of the allowed list may be interpreted as being 
done so in a database. 
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Sheldon is silent on defining a second list specifying at least one electronic message 
source to which automated reply electronic messages are allowed to be sent, the second list 
being determined by a system administrator and stored in a second database 
communicatively linked to the electronic communication client and to an electronic 
communication server; 

defining a set of rules specifying which among the first list and the second list 
dominates if a conflict occurs; 

comparing the source of the received electronic message with the source in the 
second stored list; 

sending an automated reply electronic message if the source matches a source in the 
second list; 

not sending an automated reply electronic message if the source does not match any 
source in the second list. 

However, Lemson discloses defining a second list specifying at least one electronic 
message source to which automated reply electronic messages are allowed to be sent, the 
second list being determined by a system administrator (Pg. 1, final paragraph, continuing on 
to pg. 2; "The intent is to allow the administrator to be able to set a policy of "no out-of- 
office messages to random people on the Internet, but do allow them to go to our certain 
partners"."); 
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comparing the source of the received electronic message with the source in the 
second stored list (Pg. 1, final paragraph, continuing on to pg. 2; "The intent is to allow the 
administrator to be able to set a policy of "no out-of-office messages to random people on the 
Internet, but do allow them to go to our certain partners"."); 

sending an automated reply electronic message if the source matches a source in the 
second list (Pg. 1, final paragraph, continuing on to pg. 2; "The intent is to allow the 
administrator to be able to set a policy of "no out-of-office messages to random people on the 
Internet, but do allow them to go to our certain partners"."); 

not sending an automated reply electronic message if the source does not match any 
source in the second list (Pg. 1, final paragraph, continuing on to pg. 2; "The intent is to 
allow the administrator to be able to set a policy of "no out-of-office messages to random 
people on the Internet, but do allow them to go to our certain partners"."). 

Microsoft ® Exchange is a server product, so it may be interpreted that the 
interception step defined by the allowed list disclosed by Lemson is done at the server. 
It would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify the teachings of Sheldon by enabling an administrator to set up a second allowed list 
at the server level to intercept automated reply messages. Such administrator is extremely 
well known in the art, as what is desired and set up by the user is frequently not desirable to 
an administrator, especially in a corporate environment. Policies related to limiting outgoing 
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mail for the purposes of limiting traffic or preventing unprofessional or potentially insecure 
electronic message transmissions are known and limiting the amount of automated reply 
messages by an administrator is clearly desirable and obvious in the art as this very option is 
disclosed exactly as such by Lemson. 

Sheldon and Lemson are silent on the second hst being stored in a second database 
communicatively linked to the electronic communication client and to an electronic 
communication server. Although, it may be interpreted that using Microsoft ® Exchange 
with an allowed list for out-of-office replies requires the presence of a database coupled to 
both the mail client and the mail server. 

Sheldon and Lemson are silent on defining a set of rules specifying which among the 
first list and the second list dominates if a conflict occurs. 

However, Dieterman discloses the second hst being stored in a second database 
communicatively linked to the electronic communication client and to an electronic 
communication server (Col. 3, In. 34-40). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Sheldon and Lemson by having the second list be stored 
in a second database communicatively linked to the electronic communication client and to 
an electronic communication server as taught by Dieterman in order to store the allowed list 
in a system accessible by both the client and the server in order properly implement the 
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allowed list for communications between the client and the server and maintain a copy of it 
for multiple instances of use. 

In summary, Sheldon clearly discloses a user being able to control an allowed list, and 
Dieterman and Lemson both disclose controlling an allowed list as defined by an 
administrator. Additionally, Lemson discloses the control of automated reply messages to 
users and domains by an administrator. 

Sheldon, Lemson, and Dieterman are silent on defining a set of rules specifying which 
among the first list and the second list dominates if a conflict occurs. 

However, Hosmer discloses defining a set of rules specifying which among a first list 
and a second list dominates if a conflict occurs (Abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Sheldon, Lemson, and Dieterman by defining a set of 
rules specifying which among the first list and the second list dominates if a conflict occurs 
as taught by Hosmer in order to resolve conflicting policies so as to determine a prevailing 
policy (Hosmer: Abstract). 

The combination of Sheldon, Lemson, Dieterman, and Hosmer has thus taught a first 
list determined by a client specifying whom to send automated electronic reply messages to 
(Sheldon: [0047]), a second such list defined by an administrator (Lemson: Pg. 1, final 
paragraph, continuing on to pg. 2; "The intent is to allow the administrator to be able to set a 
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policy of "no out-of-office messages to random people on the Internet, but do allow them to 
go to our certain partners"."), and defining a set of rules specifying which among a first list 
and a second list dominates if a conflict occurs (Hosmer: Abstract). Therefore, determining 
whether or not to send an automated reply electronic message using the set of rules 
specifying which among the first list and the second list dominates if a conflict occurs when 
the source only matches a source in one of the first and second lists is merely a recitation of 
the previously discussed limitations and a summary of the environment that will naturally 
occur as a result of those limitations being shown to be an obvious combination as discussed 
above. 

8. As to claims 2, 6, 8-9, 13, and 15 the claims are rejected for the same reasons as claim 
1 above. 

9. As to claims 4, 11, and 16, Sheldon, Lemson, Dieterman, and Hosmer disclose the 
invention substantially as in parent claims 1, 8, and 15, including the step of activating an 
auto-reply function in an electronic communication system (Pg. 1, final paragraph, 
continuing on to Pg. 2; "The intent is to allow the administrator to be able to set a policy of 
"no out-of-office messages to random people on the Internet, but do allow them to go to our 
certain partners"."). 
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10. As to claims 5 and 12, Sheldon, Lemson, Dieterman, and Hosmer disclose the 
invention substantially as in parent claims 1 and 8, including the electronic message source is 
a domain (Sheldon: [0047]; Lemson: Pg. 2, In. 5-9). 

11. As to claims 7 and 14, Sheldon, Lemson, Dieterman, and Hosmer disclose the 
invention substantially as in parent claims 1 and 8, including the first list specifies that an 
automated reply electronic message can be sent to any electronic message address listed in a 
personal address book (Sheldon: [0070], In. 9-12). 

12. Claims 3 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sheldon, Lemson, Dieterman, and Hosmer as applied to claims 1 and 8 above, and further in 
view of Boyce, Jim (Boyce); Managing instant messaging users; October 16, 2001. 

13. As to claims 3 and 10, Sheldon, Lemson, Dieterman, and Hosmer disclose the 
invention substantially as in parent claims 1 and 8, but are silent on the electronic message is 
an instant message. 

However, Boyce discloses the electronic message is an instant message (Pg. 3, f 2). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Sheldon, Lemson, Dieterman, and Hosmer by allowing 
the electronic message to be an instant message as taught by Boyce in order to allow a user to 
define a list of other users with whom the user wishes to communicate and exclude all other 
users (Boyce: Pg. 3, f 2). 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Kovas, U.S. Patent No. 6,915,129 Bl discloses conflict resolution and may be used 
in a rejection similarly to how Hosmer was used above. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian P. Whipple whose telephone number is (571)270-1244. 
The examiner can normally be reached on Mon-Fri (9:30 AM to 6:00 PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on (571) 272-3913. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 
571-272-1000. 



Brian P. Whipple 
/B. P. WJ 

Examiner, Art Unit 2152 
6/1/08 



/Jeffrey Pwu/ 

Supervisory Patent Examiner, Art Unit 2146 



